
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.iispto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/988,033 



4372 



1 1/16/2001 



Masato Hirose 



101213-00019. 



7769 



7590- 



05/20/2004 



ARENT FOX KINTNER PLOTKIN & KAHN 
1050 CONNECTICUT AVENUE, N.W. 
SUITE 400 

WASHINGTON, DC 20036 



EXAMINER 



FLETCHER, MARLON T 



ART UNIT 



PAPER NUMBER 



2837 

DATE MAILED: 05/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



/ 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/988,033 


Applicant(s) 

HIROSE, MASATO 


Examiner 

Marlon T Fletcher 


Art Unit 

2837 





" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. * 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- NO period for reply rs specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- hatiure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). / / 

Status 

1 )I3 Responsive to communication(s) filed on 27 February 2004 . 
2a)Q This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s)_ is/are allowed. 

Claim(s) Ui is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 1 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
. 1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)K| Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aMAW b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Notice of Draftsperson's Patent Drawing Review (PTO-948) 
Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 
Paper No(s)/Mail Date . 
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DETAILED ACTION 

1 . It has been held that the recitation that an element is "capable of " performing a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchinson, 69 USPQ 138. 



Claim Rejections - 35 USC §102 

2, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 8 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Void 
(4,937,759). 

As recited in claims 1 and 8, Void discloses a method for designing an arm 
structure for a 

robot having an arm which can rotate vertically and forward over a prescribed angle 
around an axial line extending substantially between two shoulders, comprising the 
steps Of: selecting a vertical region in front of the robot that can be accessed by the arm 
in a fully extended state, the location of the vertical region being determine with respect 
to a reference plane (figure 5) ; and selecting a length of the arm and a height of the 
axis of rotation of the arm (figure TO) in such a manner that a range of rotational motion 
of the arm in accessing the region can be covered by a range in which the fore-and-aft 
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distance to the tip of the arm can be linearly approximated as discussed in column 25, 
line 63 through column 26, line 14. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may pot be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2-7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Void 
in view of In re Boesch, 617 F.2d272, 205 USPQ 215 (CCPA 1980). 

Void is discussed above. While it is inherent that measurements are involved in 
the height of the axis of rotation, swing values, and error toleration, Void does not point 
out these specific measurements or values. 

However, it would have been obvious to on having ordinary skill in the art at the 
time the invention was made to provide the specific claimed measurements and values 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 61 7 F. 2d 272, 205 USPQ 21 5 
(CCPA 1980). 

Response to Arguments 

6. Applicant's arguments with respect to claims 1 -8 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marlon T Fletcher whose telephone number is 571-272- 
2063. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Martin can be reached on 571-272-2063. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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May 16, 2004 



